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DETAILED ACTION 

i ■ 

This office action is in response to the election filed on January 9, 2006. Claim 1-30 are 
pending. In view of applicant's remark and further consideration, the examiner withdraw the 
restriction made in office action with mail date January 9, 2006. Therefore, all claims will be 
examined. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another tiled 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

Claims 1-6, 8-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Aronson et 
ai. (US 6,986,679 Bl) "Aronson" hereinafter. 

Claim 1 : Aronson in Fig. 7 discloses an optoelectronic arrangement comprising a printed 
circuit board (320), which defines a first direction parallel to a printed circuit board surface and a 
second direction perpendicular to the printed' circuit board surface, a first electrical contact- 
making region of the printed circuit board with a plurality of first contacts, a receptacle structure 
arranged on the printed circuit board (328) and having a receptacle opening for receiving a 
pluggable optoelectronic module (300), a pluggable optoelectronic module (100 or 200 of Figs. 9 
and 10 respectively), a second electrical contact-making region of the optoelectronic module 
with a plurality of second contacts (328), wherein the second contacts of the optoelectronic 
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module are in electrical contact with the first contacts of the printed circuit board in the plugged- 
in position through projecting pins (326). 

Regarding the limitation of the plug-in means of claim 1, applicant is claiming the 
product including the process of using the optoelectronic module, and therefor are of "product- 
by-process" nature. The courts have been holding for quite some time that: the determination of 
the patentability of product-by-process claim is based on the product itself rather than on the 
process by which the product is made. In re Thrope, 777 F. 2d 695, 227 USPQ 964 (Fed. Cir. 
1985); and patentability of claim to a product does not rest merely on a difference in the method 
by which that product is made or used. Rather, it is the product itself which must be new and 
unobvious. Applicant has chosen to claim the invention in the product form. Thus a prior art 
product which possesses the claimed product characteristics can anticipate or render obvious the 
claim subject matter regardless of the manner in which it is fabricated or used. A rejection based 
on 35 U.S.C. section 102 or alternatively on 35 U.S.C. section 103 of the status is eminently fair 
and acceptable. In re Brown and Saffer, 173 USPQ 685 and 688; In re Pilkington, 162 USPQ 
147. 

Regarding claims 2-6, 8, and 9, Aronson discloses a locking and unlocking mechanism 
comprising a lever (220) to move between two end positions at the end side of the module (200) 
and see (col. 10, lines 11-19, and Figs. 3, 5, 9, 10, and 22). 

Regarding claims 10-1 1, 14, 15, 16 Fig. 6 element 218 shows a latching mechanism that 
prevents the receptacle from moving in a second direction away from the printed circuit board 
surface. The latch is deactivated when the module is raised in the second direction (col. 10, 
lines 11-19). 
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Regarding claim 22-25, the module further comprising a heat sink (500) configures to 
project into the receptacle structure via and opening (360) at the top side of the receptacle 
structure and make large-area mechanical contact with the module in the plugged-in position. 
The spring means configured to press the heat sink against the plugged in module with a spring 
force is the heat sink spring clip (504). Furthermore, the spring means additionally presses the 
first and second electrical contact-making regions. Element 520 are the spring arms that are 
formed in resilient fashion and connect to the side parts together, wherein the spring arms partly 
rest on the heat sink and exert a spring force on the heat sink in the second direction; all the 
limitations are shown in exemplary embodiment of Fig. 12. 

Regarding claims 26-28, the shielding cage comprising an electrically conductive 
material is shown in Fig. 7. The plurality of pins protruding from the underside is mechanically 
fixedly connected to the printed circuit board (320). 

Claim Rejections -35 use §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aronson in view 
of Kruger et al, (US 2004/0101257 Al), "Kruger" hereinafter. 
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Aronson discloses all of the claimed invention except for the arms each having a y- 
shaped branch to form two sub-arms in such a way that one sub-arm is in contact with the printed 
circuit board or the receptacle structure. 

Kruger discloses in Fig. 8 two set of sub-arms shaped like the letter "Y" attached to each 
end of the lever arm for the purpose of increasing spring force when the lever arm is engaged. 
[0034].. 

Since Aronson and Kruger are both from the same field of endeavor, the purpose 
disclosed by Kruger would have been recognized in the pertinent art of Aronson. 

It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to form y-shaped springs at the ends of the lever arm. The motivation 
for adding the y-shaped springs are to increase the locking strength of the plug in module when 
the lever arm is engaged. 

Conclusion 

Any inquiry concerning this communication or earlier communications from, the 
examiner should be directed to Erin D. Chiem whose telephone number is (571) 272-3 102. The 
examiner can normally be reached on Monday - Thursday 9AM - 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frank G. Font can be reached on (571) 272-2415. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status inforination for pubhshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Technology Center 2800 



